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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clainms 1-10.
W reverse.

BACKGROUND

The invention is directed to a nmethod of providi ng object
I i nki ng and enbeddi ng (OLE), nore specifically, just object
enbeddi ng, between two conputers on a network each running a
st and- al one operating system supporting a clipboard.

Claim1l is reproduced bel ow.

1. A method of providing object |inking and enbeddi ng
(OLE) over a conputer network, in which an object
generated by an arbitrary first application at a first
conputer in the network may be incorporated into an
arbitrary second application at a second conputer in the
network, said first and second conputers each running a
st and- al one operating system supporting a clipboard, the
met hod conprising the steps of:

receiving notification that the first application
has submtted material to the clipboard on the first
conputer and obtaining a |ist of available formats for
said submtted material;

transmtting the format(s) corresponding to Object
Enbeddi ng to the second conputer;

submtting the format(s) corresponding to Object
Enbeddi ng to the clipboard at the second conputer for
sel ection by the second application.
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The Examiner relies on the followng prior art
ref erences:

Thessin et al. (Thessin) 5,452, 299 Sept enber 19,
1995
(filed Cctober 14,
1993)

Qoj ect Linking & Enbeddi ng, M crosoft Corporation,
Novenber 6, 1991, pages 1-45 (hereinafter "M crosoft
OLE").

Ofali et al. (Ofali), dient/Server Survival Guide
with G5/ 2, Van Nostrand Rei nhold, 1994, pages 745-753.

Clainms 1-10 stand rejected under 35 U S.C. §8 103 as being
unpat ent abl e over Thessin, Mcrosoft OLE, and O fali.

W refer to the Final Rejection (Paper No. 7) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 15) (pages referred to as "EA_ ") for a statenent of the
Exam ner's position and to the Appeal Brief (Paper No. 14)
(pages referred to as "Br__") for Appellants' argunents
t her eagai nst .

OPI NI ON

Thessin relates to el ectronic tel econferencing and, nore

specifically, to mechanisns for conmunicating and

synchroni zing data anong a plurality of software agents, each

agent being on a conputer of a participant. The software
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organi zation of an agent is shown in figure 2. At |east four
different types of "annotations" can be used to exchange

i nformation during the conference (col. 8, lines 19-47):

(1) drawi ng annotations; (2) graphic annotations; (3) textual
annotations; and (4) OLE annotations. The Exami ner relies on
t he OLE annotation, which is described at colum 8,

i nes 35-47:

One ot her annotation which may be used in one enbodi nent
of the present invention is the OLE annotation using the
bj ect Linking and Enbeddi ng (OLE) protocol available
fromM crosoft Corporation of Rednond, Wash. OCLE
annotations may reference other "objects" created and/or
mai nt ai ned by ot her application prograns and whi ch nay be
either linked or enbedded using OLE. Each of these
annotations is stored as an obj ect under an "annotation"
classification which is associated with objects in the
page classification. FIG 5 illustrates the
classification for objects used in one enbodi nent of the
present invention.

The Exam ner al so points to Thessin, colum 9, |ines 13-23:

One ot her annotation which may be used in one enbodi nent
of the present invention is the CCOLEAnnotation class 520
which is part of the COLEDocunent classification 503 for
perform ng object |inking and enbeddi ng using the bject
Li nki ng and Enbeddi ng (OLE) protocol available from

M crosoft Corporation of Rednond, WAsh. Annotations may,
t hus, be references to "objects"” created and/or
mai nt ai ned by ot her application prograns and whi ch nay be
either linked or enbedded using OLE

Al t hough not nentioned by the Exam ner, Thessin describes
transferring a type of data object known as a very Binary

- 4 -
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Large OBject or "BLOB" where "BLOB's [sic] typically conprise
itens such as very large graphic data, OLE annotations or
files to be transferred” (col. 13, lines 63-65).

Thessin discloses transferring CLE annot ati ons, but,
aside fromthe agent structure in figure 2, does not disclose
the nmechanismfor transferring an OLE annotation froma first
conputer to a second conputer. Neverthel ess, the Exam ner
finds (FR4-5):

Thessin et al. explicitly teach the well-known OLE

protocol [col. 8, lines 35[-]47, col. 9, lines 13 - 23],

hence, Thessin et al. inherently teach the follow ng

steps of:

I receiving notification that the first application
has submtted material to the clipboard on the first
conputer and obtaining a |ist of available formats for

said submtted material [col. 8, lines 35[-]47, col. 9,
lines 13 - 23];

I transmitting the format(s) corresponding to Object
Enbeddi ng to the second conputer [col. 8, lines 35[-]47,
col. 9, lines 13 - 23];

I submtting the format(s) corresponding to Object
Enbedding to the clipboard at the second computer for
sel ection by the second application [col. 8, lines 35][-
147, col. 9, lines 13 - 23].

However, Thessin et al. do not explicitly disclose using
the clipboard to transmt and submt the fornmat(s)
corresponding to Object Enbedding for selection by an
appl i cation.



Appeal No. 1997-3433
Appl i cation 08/ 395, 548

Appel I ants argue that Thessin does not teach the three
steps which the Exam ner finds to be inherent (Br8-11). It is
clear that colum 8, lines 35-47, and colum 9, lines 13-23,
say nothing about the three steps which the Exam ner finds to
be inherent, but only refer to OLE. In response to
Appel  ants' argunments that Thessin does not teach the three
steps, the Examiner brings in Mcrosoft OLE, which discusses
data formats and the clipboard for OLE on a single conputer
(EA9- 11, responding to argunents Al to A3). Thus, the
Exam ner has changed the rejection by changi ng how t he
references are conbi ned and applied. The intended rejection
i s now based on how one of ordinary skill in the art would
have interpreted the OLE references in Thessin given the OLE
teachings contained in Mcrosoft OLE. Appellants correctly
observe that "[t]he natural conbination of Thessin et al. with
the Mcrosoft OLE reference therefore sinply produces the sane
system as al ready described in Thessin et al., with the
M crosoft OLE reference available to flesh out some of the
details omtted from Thessin et al. ..." (Brl12). Appellants
provi de a description of Thessin in Figure C of the Attachnent

to the Brief. "The depiction of Figure Cis based on the
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explicit teachings in Thessin et al., together with general
information on OLE (e.g. as per the Mcrosoft Object Linking
and Enbedding reference).” (Br6.) Therefore, Appellants
address the conbination that should have been nade.

Appel I ants' description of the teachings of Thessin
together wwth Mcrosoft OLE in Figure C of the Attachnent and
Table C (Br7) is considered a very fair summary and goes
beyond what is readily apparent from Thessin. W appreciate
Appel I ants' candor and the work it took to prepare these
conparison figures. W analyze claim1l by conparison to
Figure C and Table C.

The step of "receiving notification that the first
application has submtted material to the clipboard on the
first conputer” is very broad, as appreciated by the Exam ner
(EA9). In our opinion, the clipboard itself satisfies this
step because it knows when material has been submtted. W do
not agree with Appellants' argunent (Br9) that the step of
"receiving notification" requires the clipboard to performa
step of "sending notification”™ to the conferencing software
(as shown in arrow 2 in Figure A of the Attachnment) or

el sewhere. "Receiving notification" could be in response to
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an inquiry fromthe agent, e.g., in response to a "call back"
fromthe conference nanager to the object manager to determ ne
what objects have been added (col. 6, lines 38-45), where the
obj ect manager is in communication with the clipboard. W

al so do not agree with Appellants' argunent that "the clai ned
step of notifying is part of communicating to the user of the
second machine that there is new material on the clipboard at
the first machine (otherw se they woul d not be aware of the
exi stence of this new material)" (Br9) because: (1) claim1l
does not specify what entity receives the notification, so it
could be just the clipboard that receives notification; and
(2) Appellants' own Figure A of the Attachment shows
notification being received by the conferencing software P2P-
A, not by the other conputer.

Appel l ants admt that Thessin discloses the step of
"obtaining a list of available formats for said submtted
material” as shown in arrow 3

VWhat is not admtted to be taught is the step of
"transmtting the format(s) corresponding to Object Enbeddi ng
to the second conmputer."” Instead, Thessin discloses

transmtting only the data object itself (e.g., col. 13,
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lines 55-67). |In response to Appellants' argunent (Br9-10)
that Thessin (taken together with Mcrosoft COLE) does not
teach the transmtting step, the Exam ner nerely points to
statenents in Mcrosoft COLE about putting the preferred data
formats on the clipboard (EA10). This does not respond to the
argunents. Appellants note that in a tel ephone interview,
"the Exam ner explained that he interprets the transm ssion of
data itself in Thessin et al. as inherently transmtting the
format corresponding to the data"” (Br9). The Exam ner's
Interview Summary states that "[t]he Exam ner clarified his
interpretation of the scope of data 'format'" (Paper No. 11),
but does not state what that interpretation is.

We agree with Appellants' arguments that the Examiner's
position is untenable for the reasons enunerated at pages 9-10
of the Brief, which need not be repeated. The |ast reference
to Ofali is not applied to show the step of "transmtting the

format (s)," but we consider its teaching.

The Exam ner states (FR6; EAS5): "Ofali et al. discloses
that an object generated by an arbitrary first application at

a first conputer in the network may be incorporated into an

arbitrary second application at a second conputer in the
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network [p 754, 755]." Appellants respond that Ofali is an
announcenent of future intent and provides no details how to

i mpl enent distributed OLE. Appellants note that Orfali states
(page 755): "W still don't know how these distributed OLE
objects will be stored, |ocated, secured, replicated, and
managed. "

We agree with Appellants that Ofali does not disclose
any details of distributed OLE that would cure the
deficiencies of Thessin and Mcrosoft OLE with respect to the
step of "transmtting the format(s)." Accordingly, we
conclude that the Exam ner has failed to establish a prinma
faci e case of obviousness. The rejection of claim1 and
dependent clains 2-10 is reversed.

What is also not admtted to be taught is the step of
"submitting the format(s) corresponding to Object Enbedding to
the clipboard at the second conmputer for selection by the
second application.” It is argued that the operation of
Thessi n does not involve a clipboard on the second conputer at
all and there is no selection of a format on the second
conput er because the object is automatically enbedded into

Agent B (Brll). W agree. Ofali does not cure the

- 10 -
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deficiencies of Thessin and Mcrosoft OLE with respect to this
limtation. For this additional reason, the rejection of
clainms 1-10 is reversed.

CONCLUSI ON

The rejection of clains 1-10 is reversed.

REVERSED
ERROL A. KRASS )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF PATENT
JOHN C. MARTI N ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
LEE E. BARRETT )
Adm ni strative Patent Judge )
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